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DETAILED ACTION 
Application Status 

1 . In response to the previous Office action, a non- final Office action (mailed on March 26, 
2004), Applicants filed a response and amendment received on September 27, 2004. Said 
amendment cancelled Claims 40 and 48-65 and added new Claims 66-72. Thus, Claims 1-39, 
42-47, and 66-72 are pending in the instant Office action. 

Election 

2. New claims 66-72 are drawn to the elected invention. Claims 1-39 and 42-47 remain 
withdrawn from consideration as non-elected inventions; Claims 66-72 will be examined herein. 

Priority 

3. As previously noted, the instant application is granted priority to International 
Application PCT US01/13793 filed on April 26, 2001. This International Application also 
claims priority to several U.S. provisional and non-provisional applications; said priority is also 
granted. 

Withdrawn - Objections to the Specification 

4. Previous objection to the specification because the title is not descriptive is withdrawn by 
virtue of the Examiner's amendment below. 

5. Previous objection to the Abstract for not completely describing the disclosed subject 
matter is withdrawn by virtue of Applicant's amendment. 
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6. Previous objection to the specification for being confusing on page 137 is withdrawn by 
virtue of Applicant's amendment. 

7. Previous objection to the amendment filed September 19, 2001 under 35 U.S.C. § 132 
because it introduces new matter into the disclosure is withdrawn by virtue of Applicant's 
amendment. 

Withdrawn - Objections to the Claims 

8. Previous objection to Claim 63 for a typographical error is withdrawn by virtue of 
Applicant's cancellation of said claim. 

Withdrawn - Claim Rejections - 35 U.S.C § 112 

9. Previous rejection of Claims 49, 50, 62, and 65 under 35 U.S.C. § 1 12, second paragraph, 
as being indefinite for the term "about" is withdrawn by virtue of Applicant's cancellation of 
said claim and its not being included in the newly filed claims. 

10. Previous rejection of Claim 50 under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for referring to "said resin" is withdrawn by virtue of Applicant's amendment 
removing such claim language from the pending claims. 

1 1 . Previous rejection of Claim 52 under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for being unclear as to whether epothilone D is the only epothilone produced in the 
claimed method is withdrawn by virtue of Applicant's cancellation of said claim. 
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12. Previous rejection of Claim 65 under 35 U.S.C. § 1 12, second paragraph, as being 
indefinite for the metes and bounds of "exogenous trace element solution" is withdrawn by virtue 
of Applicant's amendment removing such claim language from the pending claims. 

13. Previous rejection of Claims 49 and 65 are rejected under 35 U.S.C. § 1 12, first 
paragraph, new matter, is withdrawn by virtue of Applicant's cancellation of said claims. 

14. Previous rejection of Claims 40, 48-59, and 62-65 under 35 U.S.C. § 1 12, first paragraph, 
written description, is withdrawn by virtue of Applicant's cancellation of said claims and by 
virtue of Applicant's amendment removing such claim language from the pending claims. The 
pending claims are drawn to using specifically XAD-type resins. 

15. Previous rejection of Claim 52 under 35 U.S.C. § 1 12, first paragraph, scope of 
enablement, is withdrawn by virtue of Applicant's cancellation of said claim. The instant claims 
do not require 100% purification of epothilone D. 

16. Previous rejection of Claim 54 under 35 U.S.C. § 1 12, first paragraph, scope of 
enablement, is withdrawn by virtue of Applicant's cancellation of said claim. Moreover, claims 
that include methyl oleate as a carbon source are limited to M xanthus cells in the newly pending 
claims. 

17. Previous rejection of Claim 59 under 35 U.S.C. § 1 12, first paragraph, enabling deposit, 
is withdrawn by virtue of Applicant's cancellation of said claim. 
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18. Previous rejection of Claim 65 under 35 U.S.C. § 1 12, first paragraph, scope of 
enablement, because the specification, is withdrawn by virtue of Applicant's amendment. 

Withdrawn - Claim Rejections - 35 U.S.C § 103 

19. Previous rejection of Claims 40, 48, 49, 51, 55, 60, and 61 under 35 U.S.C. § 103(a) as 
being unpatentable over Hofmann et al (WO 99/42602) in view of Reichenbach et al is 
withdrawn by virtue of Applicant's amendment. The pending claims are now drawn to either 
culture M. xanthus with methyl oleate as a carbon source; such a step is not taught by this or any 
prior art. Additionally, other newly pending claims require a crystallization procedure in the 
methods of obtaining epothilone wherein said procedure (using water as the forcing solvent) is 
not taught by this or any prior art. 

Rejoinder 

20. Since the elected Group is drawn to method claims, no claims are subject to rejoinder in 
the instant application. 

EXAMINER'S AMENDMENT 

21 . An examiner's amendment to the record appears below. Should the changes and/or 
additions be unacceptable to applicant, an amendment may be filed as provided by 37 C.RR. § 
1.312. To ensure consideration of such an amendment, it MUST be submitted no later than the 
payment of the issue fee. 

Authorization for this examiner's amendment was given in a telephone interview with 
Randolph Ted Apple on December 2 1 , 2004. 
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Amendment to the Specification 



22. The title is replaced with the following new title: 

—Methods of Obtaining Epothilone D Using Crystallization and/or by the Culture of 
Cells in the Presence of Methyl Oleate — 

23. The claims have been amended as follows: 
a) Cancel Claims 1-39 and 42-47. 



24. Claims 66-72 are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kathleen M Kerr whose telephone number is (571) 272-0931. 
The examiner can normally be reached on Monday through Friday, from 9:00am to 6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnathupura Achutamurthy can be reached on (571) 272-0928. The fax phone 
number for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 
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Primary Examiner 
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